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REMARKS 

Claims 1-5, 13-18, 20, 21 and 26-56 were pending in this ipplication. The Examiner 
rejected claims 1-4, 13-15, 26-31, 38, and 45-52 under 35 U.S.C. § 102(b) over U.S. Patent No. 
7,182,753 to Matsumoto; and rejected claims 1-5, 16-18, 20, 21, 32-44, and 50-56 under 35 
U.S.C. § 103(a) over U.S. Patent No. 5,318,588 to Horzewski in view of Matsumoto. Applicant 
amends claims 1 , 4, 26, 29, 32, and 37, and cancels claim 5. After entry of this paper, claims 1- 
4, 13-18, 20, 21 and 26-56 will be pending in this application. Applicant submits that these 
amendments add no new matter. 

Claim Amendment 

Claims 1, 26, and 32 have been amended to recite, inter alia, that a device having an 
inner layer and an outer layer. The durometer of the inner layer is greater than that of the outer 
layer. The inner layer is discontinuous so as to form a longitudinal slit and is non-overlapping. 
The outer layer is continuous, and a portion of the outer layer extends between the slit of the 
inner layer. Support for the amendments can be found in the application as published, for 
example, in paragraph [001 1], FIG. 1, and claim 5 as originally filed. Applicant submits that the 
amendments to the claim introduce no new matter. 

Claims 4, 29 and 37 have been amended to recite that the slit of the inner layer allows 
the diameter of the inner layer to expand. Support for the amendments can be found in the 
application as published, for example in paragraph [0017]. Applicant submits that the 
amendments to the claim introduce no new matter. 

Claim Rejections - 35 U.S.C. § 102(b) 

The Examiner rejected claims 1-4, 13-15, 26-31, 38, and 45-52 under 35 U.S.C. § 
102(b) over U.S. Patent No. 7,182,753 to Matsumoto. The detailed rejections are set forth in 
paragraph 2 of the Office action. Applicant traverses the rejection to the extent it is maintained 
over the claims as amended. 

Amended claims 1 and 26 recite, inter alia, that a device having an inner layer that is 
discontinuous with a longitudinal slit, an outer layer that is extends between the slit of the inner 
layer. The durometer of the inner layer is greater than that of the outer layer. 

Applicant respectfully submits that first, Matsumoto does not teach or suggest device 
with an inner layer having a greater durometer than the durometer of the outer layer; and 
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second, Matsumoto does not teach or suggest a device with an inner layer that is discontinuous 
with a longitudinal slit, and an outer layer that extends between the slit of the inner layer. 

Matsumoto taught a valve element and a mixing and injecting device constituted by the 
valve element and a hard housing holding the valve element inside (Matsumoto, column 1 1 , 
lines 19-21; and column 12, lines 50-53). As the Examiner cited in the Office Action, Figs 12 
and 13 of Matsumoto disclosed a valve element (7) inserted in the housing (8). Matsumoto 
disclosed that "a material constituting the vaive element includes elastic materials, for example, 
various kinds of rubber and various kinds of elastomers (Matsumoto, column 12, lines 37- 
44}." Matsumoto further disclosed that "a material constituting the housing includes various 
kinds of resin various kinds of metals various kinds of ceramics and a composite of 
these materials (Matsumoto column 12, lines 56-65)." Thus, it is clear from Matsumoto's 
disclosure that the housing is harder than the valve element it held (Matsumoto, column 12, 
lines 50-53). In addition, Matsumoto's valve element has slits that can open and close, 
(Matsumoto, column 13, lines 23-27; and column 33, lines 43-47) which can only be achieved 
with a softer material. Thus, contrary to Applicant's daimed invention, where the inner layer of 
the device has a greater durometer than the outer layer of the device, Matsumoto's device has a 
hard housing on the outside, holding a softer valve element inside the hard housing. 

Furthermore, Matsumoto's device does not have an inner layer that is discontinuous with 
a longitudinal slit, and an outer layer that extends between the slit of the inner layer. As the 
Examiner cited in the Office Action, Matsumoto further disclosed that a pair of grooves (74) 
were formed along an axial direction of the valve element (7), and a pair of ribs (82) that could 
engage with the pair of grooves (74) formed in the housing (8) (Matsumoto, column 24, lines 62- 
67, column 25, lines 1-3, and Fig 13). As Matsumoto disclosed, with this rib-groove connection 
between the valve element and the housing, the rotation of the valve element with respect to the 
housing, and the disengagement of the valve element and the housing could be prevented 
(Matsumoto, column 21, lines 31-34). The groove on the Matsumoto's valve element, however, 
is not discontinuous with a longitudinal slit, because a discontinued valve element with a 
through-slit like Applicant's claimed invention will cause leakage of liquid from the flow path. 
Thus, unlike Applicant's claimed invention, Matsumoto's device does not, and can not, have an 
inner layer that is discontinuous with a longitudinal slit. 

Hence, Matsumoto does not anticipate Applicant's claimed invention because it fails to 
teach each and every limitation of claims 1 and 26. Accordingly, Applicant respectfully requests 
that the Examiner re-considers and withdraws the rejection to claims 1 and 26. 
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Further, because claims 2-4 and 13-15 depend upon claim 1, incorporating all of the 
inventive aspects of the inventions in claim 1; and claims 27-31 depend upon claim 26, 
incorporating all of the inventive aspects of the inventions in claim 26; Applicant submits that 
these claims are patentable for at least the reasons that claims 1 and 26 are patentable. Thus, 
Applicant respectfully requests reconsideration and withdrawal of the rejections of claims 1-4, 
13-15, and 26-31 under 35 U.S.C. § 102(b) over Matsumoto. 

Claims 38, 45 and 50 recite, inter alia, that a device having at least one layer with two 
types of sections varying in a circumferentiai direction. The elasticity of one of the sections is 
greater than the elasticity of another one. The different elastic sections comprise resilient 
material and allows the conduit to expand temporarily in the radial direction. 

Applicant respectfully submits that first, Matsumoto does not teach or suggest device 
having at least one layer with two types of sections with different elasticity; and second, 
Matsumoto does not teach or suggest a device which can expand temporarily in the radial 
direction, having at least one layer with two types of sections that varies in elasticity. 

As presented above, and as cited in the Office Action by the Examiner, Matsumoto 
disclosed a valve element (7) inserted in the housing (8), and a pair of grooves (74) are formed 
along an axial direction of the valve element (7), and a pair of ribs (82) that can engage with the 
pair of grooves (74) formed in the housing (8) (Matsumoto, column 24, lines 62-67, column 25, 
lines 1-3, and Fig 13). As clearly shown in Fig 13 of Matsumoto, the valve element has only one 
section, which is made of one material; and the housing also has only one section, which is 
made of one material. Thus, Matsumoto device does not have at least one layer with two types 
of sections that varies in elasticity. 

Furthermore, Matsumoto taught a valve element and a mixing and injecting device 
constituted by the valve element and a hard housing holding the valve element inside 
(Matsumoto, column 11, lines 19-21; and column 12, lines 50-53). Matsumoto's valve element 
functioned to prevent leakage when used in a mixing and injecting device (Matsumoto, 
Background). Matsumoto's valve element was not designed to expand in the radial direction. In 
addition, with a hard housing holding the valve element on the outside, Matsumoto valve 
element can not expand radially, contrary to what's claimed in the Applicant's invention. 
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Hence, Matsumoto does not anticipate Applicant's claimed invention because it fails to 
teach each and every limitation of claims 38, 45 and 50. Accordingly, Applicant respectfully 
requests that the Examiner re-considers and withdraws the rejection to claims 38, 45 and 50. 

Further, because claims 46-49 depend upon claim 45, incorporating ail of the inventive 
aspects of the inventions in claim 45; and claims 51-52 depend upon claim 50, incorporating all 
of the inventive aspects of the inventions in claim 50; Applicant submits that these claims are 
patentable for at least the reasons that claims 46 and 50 are patentable. Thus, Applicant 
respectfully requests reconsideration and withdrawal of the rejections of claims 38 and 45-52 
under 35 U.S.C. § 102(b) over Matsumoto. 

Claim Rejections - 35 U.S.C. S 103(a) 

The Examiner rejected claims 1-5, 16-18, 20, 21, 32-44, and 50-56 under 35 U.S.C. § 
103(a) over U.S. Patent No. 5,318,588 to Horzewski in view of Matsumoto. The detailed 
rejections are set forth in paragraph 4 of the Office Action. Applicant traverses the rejection to 
the extent it is maintained over the claims as amended. 

Amended claims 1 and 32 recite, inter alia, that a device having an inner layer that is 
discontinuous with a longitudinal slit, an outer layer that is extends between the slit of the inner 
layer. The durometer of the inner layer is greater than that of the outer layer. 

Applicant respectfully submits that Horzewski does not teach or suggest a device with an 
inner layer that is discontinuous with a longitudinal slit and is non-overlapping, and an outer 
layer that extends between the slit of the inner layer. Horzewski taught radially expandable 
intravascular device with an outer sheath and an inner portion, where the inner portion has a slit 
or folded configuration (Horzewski, Column 10, Lines 17-21). Unlike Applicant's claimed 
invention, and as the Examiner pointed out in the Office Action, that Horzewski did "not disclose 
a conduit having an inner layer forming a discontinuity and being non-overlapping and also a 
portion of the outer layer extending between the discontinuities." 

Applicant further submits that Matsumoto fails to remedy the deficiencies of Horzewski. 
As presented above, Matsumoto disclosed a vaive element (7) inserted in the housing (8), and a 
pair of grooves (74) are formed along an axial direction of the vaive element (7), and a pair of 
ribs (82) that can engage with the pair of grooves (74) formed in the housing (8) (Matsumoto, 
column 24, lines 62-67, column 25, lines 1-3, and Fig 13). The groove on the Matsumoto's 
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valve element, however, is not a discontinuity with a longitudinal slit, because a through-slit like 
Applicant's claimed invention will cause leakage of liquid from the flow path. Thus, unlike 
Applicant's claimed invention, Matsumoto's device does not, and can not, have an inner layer 
that is discontinuous with a longitudinal slit. 

Because neither Horzewski, nor Matsumoto teaches a device having an inner layer that 
is discontinuous with a longitudinal slit and is non-overlapping, combining Matsumoto with 
Horzewski does not cure the deficiency of Horzewski. Therefore, claims 1 and 32 are not 
obvious over Horzewski in view of Matsumoto. 

Claims 2-5 and 18-18 depend from claim 1, incorporating ail of the inventive aspects of 
the inventions in claim 1, and claims 33-37 depend from claim 32, incorporating all of the 
inventive aspects of the inventions in claim 32. For the same reasons, Applicant submits that 
claims 2-5, 16-18, and 33-37 are also not obvious over Horzewski in view of Matsumoto. 

Claims 38 and 50 recite, inter alia, that a device having at least one layer with two types 
of sections varying in a circumferential direction. The elasticity of one of the sections is greater 
than the elasticity of another one. The different elastic sections comprise resilient material and 
allowing the conduit to expand temporarily in radial direction. 

Applicant submits that Horzewski does not teach a device with at least one layer with 
two types of sections with different elasticity. As mentioned above, Horzewski taught radially 
expandable intravascular device with an outer sheath and an inner portion, where the inner 
portion has a slit or folded configuration (Horzewski, Column 10, Lines 17-21). Thus, in a 
circumferential direction, Horzewski device had one continuous outer layer and an inner layer 
either in a continuous and folded configuration or discontinuous and overlapped configuration. 
Unlike Applicant's invention, Horzewski device does not have at least one layer with two types 
of sections with different elasticity. 

Applicant further submits that Matsumoto fails to remedy the deficiencies of Horzewski. 
As presented above, Matsumoto disclosed a valve element (7) inserted in the housing (8), and a 
pair of grooves (74) are formed along an axial direction of the valve element (7), and a pair of 
ribs (82) that can engage with the pair of grooves (74) formed in the housing (8) (Matsumoto, 
column 24, lines 62-87, column 25, lines 1-3, and Fig 13). Matsumoto device does not have at 
least one layer with two types of sections that varies in elasticity since both the valve element 
and the housing have only one section that are made of one material. 
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Because neither Horzewski, nor Matsumoto teaches a device having at least one layer 
with two types of sections with different elasticity, combining Matsumoto with Horzewski does 
not cure the deficiency of Horzewski. Therefore, ciaims 38 and 50 are not obvious over 
Horzewski in view of Matsumoto. 

Claims 20, 21, and 39-44 depend from claim 38, incorporating ail of the inventive 
aspects of the inventions in claim 38; and claims 51-56 depend from claim 50, incorporating all 
of the inventive aspects of the inventions in claim 50. For the same reasons, Applicant submits 
that claims 20, 21 , 39-44, and 51-56 are a!so not obvious over Horzewski in view of Matsumoto. 

Accordingly, Applicant respectfully requests that the rejection of claims 1-5, 16-18, 20, 
21 , 32-44, and 50-56 under 35 U.S.C. 103(a) over Horzewski in view of Matsumoto be 
reconsidered and withdrawn. 



Applicant submits that the ciaims are in condition for allowance. Accordingly, a 
favorable action is thereby respectfully requested. The Examiner is invited to telephone the 
undersigned to discuss any outstanding issues. 



CONCLUSION 



Respectfully submitted, 
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